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1. The following is a quotation of the appropriate 

paragraphs of 35 U.S.C. 102 that form the basis for the 

rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 
(a) the invention was known or used by others in this 
country, or patented or described in a printed 
publication in this or a foreign country, before the 
invention thereof by the applicant for a patent . 

(e) The invention was described in (1) an 
application for patent, published under 
Section 122 (b) , by another filed in the 
United States before the invention by the 
applicant for patent or (2) a patent granted 
on an application for patent by another filed 
in the United States before the invention by 
the applicant for patent, except that an 
international application filed under the 
treaty defined in section 351(a) shall have 
the effects for purposes of this subsection 
of an application filed in the United States 
only if the international application 
designated the United States and was 
published under Article 21(2) of such treaty 
in the English language. 



The following is a quotation of 35 U.S.C. § 103(a) 
which forms the basis for all obviousness rejections set forth i 

this Office action: 

(a) A patent may not be obtained though the invention 
is not identically disclosed or described as set forth 
m section 102 of this title, if the differences 
between the subject matter sought to be patented and 
the prior art are such that the subject matter as a 
whole would have been obvious at the time the inventioi 
was made to a person having ordinary skill in the art 
to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the 
invention was made. 
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Claims 1-15 are rejected under 35 U.S.C. 102(a) or (e) 
as anticipated by or, in the alternative, under 35 U.S.C. 103(a) 
as obvious over Hatakeyama '904. Hatakeyama is available as a 
reference under 35 U.S.C. § 102, paragraphs (a) and (e) . The 
rejection under 35 U.S.C. § 103 using Hatakeyama as a 35 U.S.C. § 
102(e) reference may be overcome by a statement from applicants' 
attorney that Hatakeyama and the instant application were subject 
to common assignment at the time the invention was made. 
Hatakeyama (see particularly column 2, line 52 - column 3, line 
55; column 4, lines 22-30) discloses photosensitive transfer 
materials comprising temporary supports, thermoplastic resin 
layers, intermediate layers and sensitive resin layers. The 
thermoplastic resin layers comprise thermoplastic resins 
including acrylic resins and polyester resins. Hatakeyama 
discloses that the resins are preferably used in combination. It 
would be obvious to one skilled in the art to use the polyester 
resins disclosed as suitable thermoplastic resins in Hatakeyama 
in combination with other thermoplastic resins for the 
thermoplastic resin layer in the photosensitive transfer 
materials in Hatakeyama. The comparative Examples in the 
specification are noted but are unconvincing since they are not 
commensurate in scope with the claimed subject matter. The 
comparisons show unexpected results for particular photosensitive 
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transfer materials containing particular polyester resins in 
thermoplastic layers at concentrations of 20-90% by weight. 
However, the Examples in the specification are limited to using 
crystalline polyethylene terephthalate polyester resins in 
Example 1 with the other examples using unspecified polyesters. 
The comparisons in the specification are also limited to using 
thermoplastic resin layers comprising a combination of 
thermoplastic resins as set forth by the combination of instant 
claims 8 and 9 . The comparisons in the specification are also 
limited to using polyesters with preferred molecular weights of 
1500 to 35,00.0. The photosensitive transfer materials used in 
the comparative Examples in the specification are also limited to 
those containing intermediate layers comprising a mixture of 
polyvinyl alcohol and polyvinyl pyrrolidone. The instant claims 
include any polyester resins and any thermoplastic resins and any 
intermediate layers . 

2. Sato et al. '613 and Sato et al . '516 are cited of 
interest in the art as disclosing transfer materials comprising 
supports, thermoplastic resin layers, intermediate layers and 
photosensitive resin layers. In Sato et al . -613, separation 
occurs between the thermoplastic resin layer and the intermediate 
layer. Hatakeyama '558 is cited of interest in the art as 
disclosing photosensitive transfer materials with thermoplastic 
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layers which may comprise polyesters. Fujikura et al. is cited 
of interest in the art as disclosing transfer materials wherein 
the thermoplastic layer comprises polymers as set forth in 
instant claims 8 and 9. The prior art submitted by applicants 
has been considered. 

3. Claim 14 is rejected under 35 U.S.C. § 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicants 
regard as the invention. There is no antecedent basis for the 
term "the photosensitive resin layer" in claim 14 since parent 
claim 1 does not set forth a photosensitive resin. 

4. Any inquiry concerning this communication should be 
directed to Mr. Schilling at telephone number (571) 272-1335. 
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